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DETAILED ACTION 

Continued Examination Under 37 CFR LI 14 
A request for continued examination under 37 CFR 1.114, including the fee set forth in 
37 CFR LI 7(e), was filed in this application after final rejection. Since this application is 
eligible for continued examination under 37 CFR 1.1 14, and the fee set forth in 37 CFR 1.17(e) 
has been timely paid, the finality of the previous Office action has been withdrawn pursuant to 
37 CFR 1.1 14. Applicant's submission filed on 6 October 2005 has been entered. 

Claim Rejections - 35 USC § 103 
The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

This application currently names joint inventors. In considering patentability of the 
claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of the various 
claims was commonly owned at the time any inventions covered therein were made absent any 
evidence to the contrary. Applicant is advised of the obligation under 37 CFR 1.56 to point out 
the inventor and invention dates of each claim that was not commonly owned at the time a later 
invention was made in order for the examiner to consider the applicability of 35 U.S.C. 103(c) 
and potential 35 U.S.C. 102(e), (f) or (g) prior art under 35 U.S.C. 103(a). 

Claims 1, 2, 5-8, 47 and 48 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Tamiya et al. (JP 08-0301 19) in view of Inoue (JP 2002-091252). 
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Tamiya et al. disclose an image forming apparatus including conductors (53, 54) shown 
in figure 7 that prevent transfer dust from shifting to a photoreceptor at the time of primary 
transfer (abstract, lines 1-2), and prevent toner from transferring from the image bearing (51) 
element to the transfer medium (52) at an upstream of a contact area between the image bearing 
element (51) and the transfer medium. Referring to figure 2, upstream conductor (53) is biased 
with a negative voltage, and downstream conductor (54) is biased with a positive voltage. The 
arrows near element 56 on the upstream (left) side show that toner is not transferred on the 
upstream side. The arrows near element 56 on the downstream (right) side show that toner is 
transferred on a downstream side including the toner nip portion, which is indicated by Lnip in 
the figure. 

Therefore, Tamiya disclose both controlling a surface potential of a transfer medium so 
that toner is not transferred at an upstream of a contact area, and controlling a surface potential of 
a transfer medium so that the toner is transferred at a toner nip portion. 

Additionally, a plurality of toner images of different colors are transferred from the image 
bearing element (51) repeatedly to the transfer medium (52) to form a superposed toner image on 
the transfer medium (abstract, lines 2-5). 

Finally, figure 2 shows that the upstream conductor (53) applies a negative voltage to the 
transfer medium before the nip, and the downstream conductor (54) applies a positive voltage to 
the transfer medium after the nip. The polarities of the voltages are evident fi-om the orientation 
of the circuit elements 58 and 59. 
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Regarding claim 2, the transfer medium (52) is either of a belt and a drum, further 
comprising: transferring the superposed toner image on to a recording medium, as shown in 
figure 1 1 . 

Regarding claims 5 and 6, the image forming method includes forming an electrostatic 
latent image on an image bearing element and forming a toner image from the electrostatic latent 
image using toner. 

Regarding claim 47 and 48, a secondary transfer unit (44) and a fixing unit (20) are 
shown in figure 1 1 . 

Tamiya et al. do not disclose neutralizing the surface potential of the image bearing 
element. 

However, Inoue discloses a similar image forming apparatus including an destacitizing 
radiation device (8), which is a light for optically neutralizing a surface potential of an image 
bearing element (1) that carries a toner image. 

Regarding claim 7, the surface potential of the image bearing element (1) is neutralized 
by irradiating a light (abstract, line 7), 

Regarding claim 8, the neutralization by the light irradiation is carried out using a light 
emitting device, wherein the light emitting device includes a light emitting diode [0076], and the 
surface potential of the image bearing element is controlled by controlling an amount of the 
neutralization by adjusting an amount of a light emission based on a relation between the amount 
of a light emission and a current flowing in or a voltage applied to the light emitting device 
[0076]-[0077]. 
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It would have been obvious to one of ordinary skill in the art at the time the invention 
was made to modify the image forming apparatus and method of Tamiya et al. with the 
destaticizing radiation device of Inoue to neutralize the surface potential of the image bearing 
element and erase the memory of the image bearing element, shortening the first copy time 
(abstract, lines 1-3, 9-11). 

Claims 5, 9, and 10 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Tamiya et al. (JP 08-0301 19) in view of Koizumi (US 4,348,098). 

Tamiya et al. disclose the image forming apparatus and method above, but do not 
disclose neutralizing the surface potential of the image bearing element. 

However, Koizumi discloses a flash exposure lamp (7) and a corona charger (6). The 
toner image is charge until a relative potential difference of substantially zero is reached (col. 3, 
lines 3-7), which reads on the surface potential of the image bearing element is neutralized by 
supplying ions emitted from an ion generating device, including either a corotron or a scorotron. 

It would have been obvious to one of ordinary skill in the art at the time the invention 
was made to modify the image forming apparatus and method of Tamiya et al. with the 
neutralizing device of Koizumi to facilitate the release of toner from the image bearing element 
(col. 3, lines 11-12). 

Claims 5 and 1 1 are rejected under 35 U.S.C. 103(a) as being unpatentable over Tamiya 
et al. (JP 08-0301 19) in view of Iwata (JP 2002-023574) 

Tamiya et al. disclose the image forming apparatus and method above, but do not 
disclose neutralizing the surface potential of the image bearing element. 
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However, Iwata discloses an image forming device including a neutralizing lamp (27) for 
neutralizing a surface of the image bearing element (52), and charge neutralization takes place 
after forming the toner images on the image bearing element (52) and before transferring the 
toner images to a transfer medium. 

It would have been obvious to one of ordinary skill in the art at the time the invention 
was made to modify the image forming method of Tamiya et aL with the neutralizing lamp 
taught by Iwata to allow for the uniform transfer of a toner image and to suppress toner scatter 
(abstract, line 1-5). 

Claim 25 is rejected under 35 U.S.C. 103(a) as being unpatentable over Tamiya et al. (JP 
08-0301 19) in view of Inoue (JP 2002-091252) as applied to claims 1, 2, 5-8, 47 and 48 above, 
and further in view of Hujii et al. (US 6,025,108). 

Tamiya et al. and Inoue disclose the image forming apparatus and method above, but do 
not disclose the roundness of the toner. 

However, Hujii et al. disclose an image forming method using a toner having a roundness 
equal to or more than 0.94 (abstract, line 9). 

It would have been obvious to one of ordinary skill in the art at the time the invention 
was made to modify the image forming method of Tamiya et al. and Inoue to use the toner 
taught by Hujii et al. to prevent the collection of the toner on the bottom of the development 
housing, preventing the rising of the driving torque of the rollers (abstract, lines 11-16). 

Claims 3, 4, 26-29 and 49-51 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Tamiya et al. (JP 08-0301 19) in view of Inoue (JP 2002-091252) as applied to claims 1, 2, 
5-8, 47 and 48 above, and fiirther in view of Aoki et al. (JP 2002-174934). 
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Tamiya et al. and Inoue disclose the image forming method and apparatus above but do 
not disclose a plurality of image bearing elements, cleaning units for the image bearing elements, 
and a toner recycling unit. 

However, Aoki et al. disclose an image forming apparatus including a plurality of image 
bearing elements (40), cleaning units (63), and a toner recycling unit (80). 

It would have been obvious to one of ordinary skill in the art at the time the invention 
was made to modify the image forming method and apparatus of Tamiya et al. and Inoue with 
the plurality of image bearing elements of the tandem image forming device of Aoki et al. 
because tandem devices are well known to dramatically improve the speed and throughput of the 
device. 

It would have been obvious to one of ordinary skill in the art at the time the invention 
was made to modify the image forming method and apparatus of Tamiya et al. and Inoue with 
the cleaning unit and toner recycling unit of Aoki et al. to improve the toner efficiency of the 
machine, reducing waste and cost. 

Claims 26, 30 and 31 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Tamiya et al. (JP 08-0301 19) in view of Koizumi (US 4,348,098) as applied to claims 5, 9, and 
10 above, and further in view of Aoki et al. (JP 2002-174934). 

Tamiya et al. and Koizumi disclose the image forming method and apparatus above but 
do not disclose a plurality of image bearing elements. 

However, Aoki et al. disclose an image forming apparatus including a plurality of image 
bearing elements (40). 
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It would have been obvious to one of ordinary skill in the art at the time the invention 
was made to modify the image forming method and apparatus of Tamiya et al. and Koizumi with 
the plurality of image bearing elements of the tandem image forming device of Aoki et al. 
because tandem devices are well known to dramatically improve the speed and throughput of the 
device. 

Claim 26 and 32 are rejected under 35 U.S.C. 103(a) as being unpatentable over Tamiya 
et al. (JP 08-0301 19) in view of Iwata (JP 2002-023574) as applied to claims 5 and 1 1 above, 
and further in view of Aoki et al. (JP 2002-174934). 

Tamiya et al. and Iwata disclose the image forming method and apparatus above but do 
not disclose a plurality of image bearing elements. 

However, Aoki et al. disclose an image forming apparatus including a plurality of image 
bearing elements (40). 

It would have been obvious to one of ordinary skill in the art at the time the invention 
was made to modify the image forming method and apparatus of Tamiya et al. and Iwata with 
the plurality of image bearing elements of the tandem image forming device of Aoki et al. 
because tandem devices are well known to dramatically improve the speed and throughput of the 
device. 

Claim 46 is rejected under 35 U.S.C. 103(a) as being unpatentable over Tamiya et al. (JP 
08-0301 19) in view of Inoue (JP 2002-091252) as applied to claims 1, 2, 5-8, 47 and 48 above, 
and further in view of Hujii et al. (US 6,025,108) and Aoki et al. (JP 2002-174934). 

Tamiya et al. and Inoue disclose the image forming apparatus and method above, but do 
not disclose the roundness of the toner. 
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However, Hujii et al. disclose an image forming method using a toner having a roundness 
equal to or more than 0.94 (abstract, line 9). 

It would have been obvious to one of ordinary skill in the art at the time the invention 
was made to modify the image forming method of Tamiya et al. and Inoue to use the toner 
taught by Hujii et al. to prevent the collection of the toner on the bottom of the development 
housing, preventing the rising of the driving torque of the rollers (abstract, lines 11-16). 

Tamiya et al. and Inoue do not disclose a plurality of image bearing elements. 

However, Aoki et al. disclose an image forming apparatus including a plurality of image 
bearing elements (40). 

It would have been obvious to one of ordinary skill in the art at the time the invention 
was made to modify the image forming method and apparatus of Tamiya et al. and Inoue with 
the plurality of image bearing elements of the tandem image forming device of Aoki et al. 
because tandem devices are well known to dramatically improve the speed and throughput of the 
device. 

Allowable Subject Matter 
Claims 12-24 and 33-45 are objected to as being dependent upon a rejected base claim, 
but would be allowable if rewritten in independent form including all of the limitations of the 
base claim and any intervening claims. 

Response to Arguments 
Applicant's arguments filed 6 October 2005 have been fully considered but they are not 
persuasive. Applicant submitted the following arguments: 
(1) Tamiya fails to disclose or suggest the step of optically neutralizing. 
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This argument is not persuasive because the fact that Tamiya does not disclose the step of 
optically neutralizing is the basis of the rejection under 35 USC 103 and admitted in the Office 
Action itself. See Office Action, 6 July 2005, p. 4, line 12. 

(2) Tamiya fails to disclose controlling a surface potential of a transfer medium so that toner is 
not transferred from the image bearing element to the transfer medium at an upstream of a 
contact area between the image bearing element and the transfer medium while controlling a 
surface potential of a transfer medium so that the toner is transferred from the image bearing 
element to the transfer medium at a toner nip. 

This argument is not persuasive because it fails to comply with 37 CFR 1.1 1 1(b) because 
they amount to a general allegation that the claims define a patentable invention without 
specifically pointing out how the language of the claims patentably distinguishes them from the 
references. 

(3) Tamiya fails to disclose the steps of applying a negative voltage before the neutralized 
surface reaches the nip and a positive voltage after the neutralized surface leave the nip. 

This argument is not persuasive because the limitation in question was not previously 
presented and is treated on the merits for the first time in the rejections above. See above, p. 3. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Ryan Gleitz whose telephone number is (571) 272-2134. The 
examiner can normally be reached on Monday-Friday between 9:00AM and 6:00PM. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Arthur Grimley can be reached on (571) 272-2136. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 
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